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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - (b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

2. Claims 1-8, 10, and 17-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by International Publication No. WO 01/06735 A2 to Chan Hyoung Rhee 
(Rhee et al). 

Regarding claim 1, Rhee et al discloses a method for providing custom 
ringback in a telecommunications network, the method comprising: 

receiving an initiation of a communication between a first party (originating 
telephone) and a second party (receiving telephone); determining a custom ringback 
feature associated with either the first party(originating telephone) or the second party 
(receiving telephone) (see figures 1 and 2, abstract, and page 1 lines 7-27); 

connecting an intelligent peripheral to the first party(originating telephone) and 
providing a custom ringback to the first party in accordance with a determined custom 
ringback feature (see figures 1 and 2, page 3 line 10-page 4 line 4, page 10 line 25- 
page 11 line 10, and page 33 line 7-page 34 line 13); and 

attempting to connect the first party (originating telephone) with the second party 
(receiving telephone) while the first party (originating telephone) is being provided the 
custom ringback (page 4 lines 4-17). 
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Regarding claim 2, Rhee etal discloses the method of claim 1 and further 
comprising contacting a service control point to determine if either the first party 
(originating telephone) or the second party (receiving telephone) has subscribed to a 
custom ringback service (page 6 lines 24-28, and page 33 line 7 - page 34 line 8). 

Regarding claim 3, Rhee etal discloses the method of claim 2 wherein 
determining whether either the first party (originating telephone) or the second party 
(receiving telephone) has subscribed to a custom ringback service comprises receiving 
a service flag from a home location register (page 6 lines 24-28, and page 33 line 7 - 
page 34 line 8). 

Regarding claim 4, Rhee et al discloses the method of claim 3 wherein the 
second party is a wireless telephone subscriber such that determining whether either 
the first party (originating telephone) or the second party (receiving telephone) has 
subscribed to a custom ringback service comprises determining that the second party 
(receiving telephone) has subscribed to a custom ringback service (page 10 lines 12- 
15). 

Regarding claim 5, Rhee et al discloses the method of claim 1 wherein at least 
one of the parties is wirelessly connected to the other party to the call (page 10 lines 12- 
14). 

Regarding claims 6, 7, 8, Rhee et al discloses the method of claim 1 wherein 
the custom ringback comprises a music clip (reads on claim 6), a video clip (reads on 
claim 7), and a multimedia content (reads on claim 8) (page 3 lines 1-6 and page 6 lines 
5-8). 
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Regarding claim 10, Rhee et al discloses a method of providing a custom 
ringback service, the method comprising (page 1 lines 7-21): 

receiving a call indication from a caller that is directed to a wireless telephone 
subscriber (page 1 line 26- page 2 line 23, and page 10 lines 5-27); 

performing a look-up to a home location register (commercial information server) 
(see figures 1 and 2, page 6 line 24-28, page 10 line 15 - page 11 line 10, page 12 lines 
1-4, and page 33 line 17 - page 34 line 8); 

receiving a service flag from the home location register, the service flag (page 6 
line 24-28, and page 33 line 17 - page 34 line 8) indicating that the wireless subscriber 
subscribes to a custom ringback service; 

providing information related to the service flag to a service control point (page 
10 line 12-15); 

receiving ringback routing information from the service control point (see figure 
17, and page 33 line 9- page 34 line 14); 

initiating a connection between an intelligent peripheral and the caller, the 
connection being related to the ringback routing information such that a custom 
ringback is played to the caller; and attempting to connect the caller to the wireless 
subscriber (see figures 1,2,16 and 17, page 12 lines 1-19, and page 34 lines 9-13). 

Regarding claim 17, Rhee et al discloses a telecommunications system 
comprising: 
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a service control point storing information indicating how a telephone call should 
be handled, the information including information related to a custom ringback service 
(page 33 line 6 -page 34 line 14); 

an intelligent peripheral having access to at least one custom ringback clip; and 
at least one switch communicatively coupled to the service control point and to the 
intelligent peripheral (page 36 lines 8 - page 37 line 15), the 

at least one switch configured to route the at least one custom ringback clip from 
the intelligent peripheral to a caller based upon the information related to a custom 
ringback service stored in the service control point (see figures 1, 16 and 17, page 33 
line 9- page 34 line 14). 

Regarding claim 18, Rhee et al discloses the system of claim 17 and further 
comprising a home location register (commercial information server) communicatively 
coupled to the at least one switch (see figure 1). 

Regarding claim 19, Rhee et al discloses the system of claim 17 wherein the 
telecommunications network comprises a network with a wireless air interface (page 10 
lines 12-14). 

Regarding claim 20, Rhee et al discloses the system of claim 19 wherein the 
telecommunications network comprises a wireless GSM network (page 5 lines 23-28). 

Regarding claim 21, Rhee et al discloses the system of claim 17 wherein the 
custom ringback clip comprises an audio clip (page 3 lines 1-5). 

Regarding claim 22, Rhee et al discloses the system of claim 17 wherein the 
custom ringback clip comprises a video clip (page 3 lines 1-4). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rhee et 
al. in view of International Publication No. WO 01/86931 A1 to Jung-Yeon Park (Park). 
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Rhee et al. discloses the method of claim 1 and further comprising connecting 
the first party(originating telephone) with the second party (receiving telephone) (see 
figure 1). 

However, Rhee et al. fails to disclose wherein the custom ringback continues 
after the first party is connected with the second party. 

Park discloses wherein the custom ringback continues after the first party 
(sender terminal) is connected with the second party (receiver terminal) (page 18 line 3 
- page 19 line 6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Rhee et al. with the teachings of Park for 
the purpose of continuing with ringback such as an ad user information after the first 
party is connected to the second party. 

7. Claims 11-13 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rhee et al. in view of U.S Patent No. 5,926,537 to Michael J Birze (Birze). 

Regarding claim 11, Rhee et al discloses the method of claim 10, however 
fails to disclose wherein receiving ringback routing information comprises receiving a 
CONNECT message. 

Brize discloses the method wherein receiving ringback routing information 
comprises receiving a CONNECT message (col. 3 line 66 - col. 4 line 6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Rhee et al with the teachings of Brize by 
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adding a connect message to the ringback routing information for the purpose of 
notifying a caller when call is connected. 

Regarding claim 12, Rhee etal discloses the method of claim 11, however fail 
to disclose wherein the ringback routing information is embedded in a generic 
parameter. 

Brize discloses the method wherein the ringback routing information is 
embedded in a generic parameter (see figure 2, and col. 4 lines 43-61). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Rhee et al with the teachings of Brize for the purpose of 
sending a call setup signal requesting a distinctive ring tone on the caller terminal. 

Regarding claim 13, Rhee et al discloses the method of claim 10. 

However, Rhee et al fails to disclose wherein initiating a connection between an 
intelligent peripheral and the call comprises: routing a call to the intelligent peripheral 
using an ISUP message; receiving an assist request instruction from the intelligent 
peripheral; sending a play announcement message to the intelligent peripheral; 
receiving an address complete message from the intelligent peripheral. 

Brize discloses the method wherein initiating a connection between an 
intelligent peripheral and the call comprises (see figure 1): 

routing a call to the intelligent peripheral using an ISUP message (col. 3 lines 45- 

54); 
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receiving an assist request instruction from the intelligent peripheral (terminating 
telecommunications exchange) (col. 3 lines 55- 57); 

sending a play announcement message to the intelligent peripheral (terminating 
telecommunications exchange) (col. 3 lines 66 - col. 4 line 2; 

receiving an address complete message from the intelligent peripheral 
(terminating telecommunications exchange) (col. 3 lines 66 - col. 4 line 6). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Rhee et al. with the teachings of Brize for the purpose of 
using a call setup signal such as ISUP. 

Regarding claim 16, Rhee et al discloses the method of claim 10, however 
fails to disclose further comprising waiting a delay time before attempting to connect the 
caller to the wireless subscriber. 

Brize discloses the method comprising waiting a delay time before attempting to 
connect the caller to the wireless subscriber (col. 2 line 63 - col. 3 line 1, and col. 6 
lines 17-24). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Rhee et al. with the teachings of Brize for the purpose of 
allowing some time for the calling party to hear the ringback tone. 
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8. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rhee et al. in view of Brize as applied to claim 13 above, and further in view of U.S 
Patent No. 6,023,618 to Risto Janhonen (Janhonen et al.). 

The combination of Rhee et al and Brize discloses the method of claim 1 3, 
however, the combination fails to specifically disclose wherein the address complete 
message comprises an ACM [no In-Band Info; BCI: No Charge] message (claim 14); 

the address complete message comprises ACM [no In-Band Info; BCI: No 
Charge] message followed by an ANM [BCI: No Charge] message (claim 15). 

Janhonen et al. discloses the method wherein the address complete message 
comprises an ACM [no In-Band Info; BCI: No Charge] message (reads on claim 14) 
(col. 5 line 66 - col. 6 line 19). 

the address complete message comprises an ACM [no In-Band Info; BCI: No 
Charge] message (reads on claim 15) (col. 5 line 66 - col. 6 line 19). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the combination with the teachings of Janhonen et al. for 
the purpose of using a call setup signal such as ISUP signaling. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following patents are cited to further show the state of the art with respect to 
the computer-implemented method: 
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B1 to Albert Chow etal. 

B1 to Pinakin A. Patel et al. 

B1 to Albert Chow etal. 

B1 to Guido M. Schuster et al. 

B1 to Guido M. Schuster et al. 

B2 to Tony McCormack et al. 

B1 to Peter Kozdon et al. 

B1 to Arthur Randall Toy et al. 

B1 to Marylin FRENCH-ST GEORGE et al.. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EMEM EKONG whose telephone number is 571 272 
8129. The examiner can normally be reached on 8-5 Mon-FrL 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JOSEPH FEILD can be reached on 571 272 4090. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/732,711 



Page 12 



Art Unit: 2681 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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